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The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
Paper No. 16

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte PARK HONG

Appeal No. 96-3999
Application No. 08/395, 719!

ON BRI EF

Bef ore CALVERT, NASE, and CRAWFORD, Adninistrative Patent Judges.

NASE, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clains 1, 3 and 6. Claim4 has been objected to as
depending froma non allowed claim Cainms 2 and 5 have been

cancel ed.

We AFFI RM | N- PART and enter new rejections pursuant to

! Application for patent filed February 28, 1995.
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37 CFR § 1.196(b)?2

2 Anended effective Dec. 1, 1997, by final rule notice, 62
Fed. Reg. 53131, 53197 (Qct. 10, 1997), 1203 Of. Gaz. Pat.
O fice 63, 122 (Cct. 21, 1997).
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BACKGROUND

The appellant's invention relates to a stackabl e contai ner.
An under standi ng of the invention can be derived froma readi ng
of exenplary claim1l1, a copy of which appears in the appendix to

t hi s deci si on.

The prior art references of record relied upon by the
exam ner as evidence of anticipation under 35 U S.C. § 102(b)

and obvi ousness under 35 U.S.C. § 103 are:

Bour cart 2,663, 450 Dec. 22, 1953
West gat e 3,018, 931 Jan. 30, 1962
Pepi cel |'i 4,294, 924 Cct. 13, 1981
(Pepicelli)

Ref erence made of record by this panel of the Board is:

Torras 2,077,027 Apr. 13, 1937

Claim1l stands rejected under 35 U.S.C. 8 102(b) as being

antici pated by Bourcart.

Clains 1, 3 and 6 stand rejected under 35 U . S.C. § 103 as

bei ng unpatentabl e over Pepicelli in view of Wstgate.

Rat her than reiterate the conflicting viewoints advanced by

t he exam ner and the appellant regarding the 8§ 102(b) and § 103
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rejections, we nmake reference to the exam ner's answer (Paper No.
9, mailed April 1, 1996) and the supplenental exam ner's answer
(Paper No. 11, mailed May 20, 1996) for the exam ner's conplete
reasoning in support of the rejections, and to the appellant's
brief (Paper No. 8, filed March 8, 1996) and reply brief (Paper
No. 10, filed April 29, 1996) for the appellant's argunents

t her eagai nst .

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clains, to the applied prior art references, and to the
respective positions articul ated by the appellant and the
exam ner. As a consequence of our review, we nake the

determ nati ons which foll ow

35 U S.C. 8§ 102(b) Rejection
We sustain the examner's rejection of claim1 under

35 U.S.C. § 102(b)® as being anticipated by Bourcart.

3 Aclaimis anticipated only if each and every el enent as
set forth in the claimis found, either expressly or inherently
described, in a single prior art reference. Verdegaal Bros. Inc.
V. Union G1 Co., 814 F.2d 628, 631, 2 USPQd 1051, 1053 (Fed.
Cr.), cert. denied, 484 U S. 827 (1987).
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The exam ner determ ned (answer, p. 6) that
Bourcart discloses a stackable container as shown in

Fig. 3 conprising a hollow cylinder 41, integral top wall

42, integral bottomwall with a circular well 51 and tubul ar

t hreaded nout h nmenber 43 which receives threaded cap 44.

The well has a dianmeter which would receive the nouth of a

second |i ke container and allow stacking of the containers

with a close fitting sliding interlocking relationship.

The appel |l ant argues (reply brief, p. 2) that the foll ow ng
[imtations of claim1 are not net by Bourcart. First, that the
well at the bottom of the container has "a selected dianeter to
receive the tubul ar nouth nmenber of a second |ike container to
enable the first container to be stacked on top of the second
container"” is not nmet by Bourcart since the shallow recess at the
bottom of his vial of Figure 3 is configured to receive the cap
of an entirely different container. Second, that "the outer
di aneter of the annular skirt portion of said cover and the inner
di aneter of the well are selected to enable the first container
to be stacked over the second container in a close fitting
sliding interlocking relationship” is not met by Bourcart since
any attenpt to place the vial of Figure 3 on top of a simlar
vial would cause the upper vial to tip over as the dianmeter of
the cover in Bourcart is not selected to enable the first

container to be fitted over a second |li ke container in a close

fitting sliding interlocking relationship.
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Thus, before deciding this rejection, it is an essenti al
prerequisite that the clainmed subject matter be fully understood.
Anal ysis of whether a claimis patentable over the prior art
under 35 U.S.C. 88 102 and 103 begins with a determ nation of the
scope of the claim The properly interpreted clai mnust then be
conpared with the prior art. Caiminterpretati on nust begin

with the | anguage of the claimitself. See Smthkline

Di agnostics, Inc. v. Helena Laboratories Corp., 859 F.2d 878,

882, 8 USPQ2d 1468, 1472 (Fed. Cr. 1988). Accordingly, we wll
now direct our attention to appellant's claim1l1l to derive an

under st andi ng of the scope and content thereof.

Claim1l recites "[a] first stackable container

conprising: a hollow cylinder having an integral top wall and an
integral bottomwall, a tubular nmouth nenber formed integral with
the top wall and centrally located on the top wall coaxial with
the hollow cylinder, . . . ; said bottomwall having a circular
well centrally formed therein coaxial wth said cylinder and
extending upwardly into the interior of said cylinder, and said
wel | having a selected dianeter to receive the tubular nouth
menber of a second |ike container to enable the first container
to be stacked on top of the second container; a cover having an

internally threaded annular skirt portion renovably nounted on
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said tubular nouth nenber in threaded engagenent therew th and
with said skirt portion extending dowmn over said tubular nouth
menber, and in which the outer dianeter of the annular skirt
portion of said cover and the inner dianmeter of the well are
selected to enable the first container to be stacked over the
second container in a close fitting sliding interlocking

relationship."

Qur review of independent claim1l1l reveals that we are unabl e
to derive a proper understandi ng of the scope and content
thereof. Specifically, it is our determnation that claim1l is
subject to two interpretations: one interpretation would support
the examner's rejection of claim1l as being anticipated by
Bourcart and the other interpretation would not support the
examner's rejection of claim1l as being anticipated by Bourcart.
The first interpretation is that the claimis directed to a first
contai ner adapted to stack with another container wherein the
covers of the two containers may have different dianeters. The
second interpretation is that the claimis directed to a first
contai ner adapted to stack with another container wherein both
cont ai ners nmust have covers with the sane dianeter. Since we are
unabl e to derive a proper understandi ng of the scope and content

of claiml1, we believe that the proper course of action is to
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enter a rejection based on indefiniteness under 35 U S.C. § 112,

second par agr aph.

We recogni ze the inconsistency inplicit in our holding that
claiml1l is rejectable under 35 U.S.C. § 112, second paragraph,
with a holding that claiml is anticipated under 35 U.S.C. § 102.
Normal | y, when substantial confusion exists as to the
interpretation of a claimand no reasonably definite nmeaning can
be ascribed to the terms in a claim a determnation as to

patentability over the prior art is not nade. See In re Steele,

305 F. 2d 859, 134 USPQ 292 (CCPA 1962) and In re WIlson, 424 F.2d

1382, 165 USPQ 494 (CCPA 1970). However, in this instance, we
consider it to be desirable to avoid the inefficiency of

pi eceneal appellate review. See Ex parte |onescu, 222 USPQ 537

(Bd. App. 1984). Accordingly, we interpret appellant's claim1

according to the above-noted first interpretation.

The inquiry as to whether a reference anticipates a claim
must focus on what subject matter is enconpassed by the claimand
what subject matter is described by the reference. As set forth

by the court in Kalman v. Kinberly-Oark Corp., 713 F.2d 760,

772, 218 USPQ 781, 789 (Fed. Cr. 1983), cert. denied, 465 U S

1026 (1984), it is only necessary for the clains to "'read on



Appeal No. 96-3999 Page 9
Appl i cation No. 08/395, 719

sonething disclosed in the reference, i.e., all limtations of

the claimare found in the reference, or 'fully net' by it."

When applying this first interpretation, we read claim1 on
Bourcart as follows: A first stackable container (Bourcart's vial
or bottle 40) for seasonings, such as salt, pepper and spices,
conprising: a hollow cylinder (Bourcart's base portion 41) having
an integral top wall (Bourcart's disc 42) and an integral bottom
wal | (see Bourcart's Figure 3), a tubular nouth nenber
(Bourcart's neck 43) formed integral with the top wall and
centrally located on the top wall coaxial with the holl ow
cylinder, said tubular nouth menber having external threads
t hereon and having a reduced dianeter with respect to the
di aneter of said top wail and extending upwardly fromthe plane
of said top wall (see Bourcart's Figure 3); said bottom wall
having a circular well (Bourcart's recess 51) centrally fornmed
therein coaxial with said cylinder and extending upwardly into
the interior of said cylinder (see Bourcart's Figure 3), and said
wel | having a selected dianeter to receive the tubular nouth
menber of a second |ike container to enable the first container
to be stacked on top of the second container (Bourcart's recess
51 has a dianeter designed to receive the tubular nouth nenber

(i.e., projecting portion 49) of a second |ike container (e.g.,
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cylindrical box 31) to enable the first container to be stacked
on top of the second container as shown in Figure 1); a cover
(Bourcart's lid 44) having an internally threaded annul ar skirt
portion renovably nmounted on said tubular nmouth nmenber in

t hreaded engagenent therewith and with said skirt portion

ext endi ng down over said tubular nouth nmenber (see Bourcart's
Figure 3), and in which the outer dianmeter of the annular skirt
portion of said cover and the inner dianmeter of the well are
selected to enable the first container to be stacked over the
second container in a close fitting sliding interlocking

rel ationship (since Bourcart's first container (i.e., vial 40) is
stacked over the second container (e.g., cylindrical box 31) in a
close fitting sliding interlocking relationship as shown in
Figure 1, it is inherent that Bourcart has selected an
appropriate outer dianmeter for the annular skirt portion of the
cover (i.e., |lid 44) and the inner dianeter of the well (i.e.,

recess 51).
Since all the limtations of claim1l are found in Bourcart,
the examner's rejection of claim1l under 35 U S.C. 8§ 102(b) is

af firned.

35 U.S.C. 8 103 Rejection
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We do not sustain the examner's rejection of clains 1, 3
and 6 under 35 U.S.C. § 103* as bei ng unpatentabl e over Pepicell

in view of Westgate.

In rejecting clains under 35 U.S.C. §8 103, the exam ner
bears the initial burden of presenting a case of obvi ousness.

See Inre Rjckaert, 9 F.3d 1531, 1532, 28 USPQ2d 1955, 1956

(Fed. Cir. 1993). A case of obviousness is established by
presenting evidence that the reference teachi ngs woul d appear to
be sufficient for one of ordinary skill in the relevant art
havi ng the references before himto nmake the proposed conbi nation

or other nodification. See Inre Lintner, 9 F.2d 1013, 1016, 173

USPQ 560, 562 (CCPA 1972). Furthernore, the conclusion that the
clai med subject matter is obvious nust be supported by evidence,
as shown by sone objective teaching in the prior art or by

know edge generally available to one of ordinary skill in the art
t hat woul d have |l ed that individual to conbine the rel evant
teachings of the references to arrive at the clained invention.

See In re Fine, 837 F.2d 1071, 1074, 5 USPQd 1596, 1598 (Fed.

4 The test for obviousness is what the conbi ned teachi ngs of
the references woul d have suggested to one of ordinary skill in
the art. See In re Young, 927 F.2d 588, 591, 18 USPQd 1089,
1091 (Fed. Cir. 1991) and In re Keller, 642 F.2d 413, 425, 208
USPQ 871, 881 (CCPA 1981).
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Cir. 1988). The exam ner may not, because of doubt that the
invention is patentable, resort to specul ati on, unfounded
assunption or hindsight reconstruction to supply deficiencies in

the factual basis for the rejection. See In re Warner, 379 F.2d

1011, 1017, 154 USPQ 173, 177 (CCPA 1967), cert. denied, 389 U S.

1057 (1968).

Wth this as background, we analyze the prior art applied by

the examner in the rejection of the clains on appeal.

Pepi cel I'i discloses a container for grow ng anaer obic
m cr oor gani sns having a cone-shaped di sh 10 and a mat chi ng
cone-shaped cover 12 that define between them a prescribed
vol une. An overflow trough 20 surrounds the dish, and the
peri pheries of the dish and cover seal together by excess agar
medi um carrying the organi sns squeezed fromthe volune as the
cover is applied to the dish. The colonies of organisns can be
vi ewed either through the dish or cover because each is
transparent. As shown in figure 4a, the cover 12 has an outer
wal | or skirt 62 has an inner dianeter which is slightly |arger
than the outer dianmeter of the wall 32 of the base 10 so that the
cover may easily be placed in position on the base. Pepicell

teaches (colum 4, lines 8--12) that the
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skirt 62 fits |loosely over wall 32 of the spill chanmber [so
that] the gas may flow out of the container and no pressure
build up is created. In this fashion the container may be

incubated so as to stinmulate the growth of the

m cr oor gani sns.

West gat e di scl oses a condi nent contai ner which is shaped so
as to permt easy stacking of condi nent containers on one
another. The condi nent container includes, inter alia, a glass
or clear plastic jar 10, a fitnment 15 and a cap 45. The cap 45
may be threaded and is provided with an annular ridge 46. The
fitment 15 is provided with sifting holes 20. The jar 10 has a
neck 11 provided wth an external thread 13 and a recess 47
provided in the bottomof the jar. The recess 47 and ridge 46
aid in the stacking of the jars so that one jar can be nounted on

top of another.

The exam ner determ ned (answer, p. 5) that

[i]t woul d have been obvious to add a threaded cap

connection to Pepicelli's container to provide for a nore
tightly secured cap which has to be opened by tw sting
rather than a nere pull in the vertical direction.

The appel | ant argues (brief, p. 9) that

nmerely because Westgate has a threaded cap would in no way
serve to make Pepicelli in any way suggestive of the
dissimlar container of the present invention.
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We agree with the appellant that the conbi ned teachings of

Pepi cel li and Westgate woul d not have suggested the clai ned
invention. |In that regard, it is our opinion that one of
ordinary skill in the art would not have nodified Pepicelli's

wal | 32 and skirt 62 to have a threaded connection therebetween,
as proposed by the exam ner, since that would be counter to
Petricelli's specific desire to permt gas flow out of the
cont ai ner between the skirt 62 and wall 32 so that no pressure
build up is created and the container may be incubated so as to
stinmulate the growh of the mcroorganisns. Since all the
limtations of claiml1l, and clainms 3 and 6 dependent thereon, are
not suggested by the applied prior art, the exam ner's rejection

is reversed.

New grounds of rejection
Under the provisions of 37 CFR 8 1.196(b), we enter the

foll ow ng new grounds of rejection.

1. Clainms 1, 3, 4 and 6 are rejected under 35 U S.C. § 112,
second paragraph, as being indefinite for failing to particularly
point out and distinctly claimthe subject matter which the

appel l ant regards as the invention for the reasons set forth



Appeal No. 96-3999 Page 15
Appl i cation No. 08/395, 719

above in the discussion of the 35 U S.C. 8§ 102(b) rejection of

claim1l.

2. Claim6 is rejected under 35 U.S.C. 8 102(b) as being
anticipated by Bourcart. Dependent claim6 adds to parent claim
1 the limtation that the "cylinder is forned of a transparent
material ." Bourcart teaches (colum 1, lines 54, to colum 2,
line 1) that the container may be made of transparent material.
In view of our holding above the claim1l is anticipated by
Bourcart and that the added Iimtation of claim6 is specifically
taught by Bourcart, it follows that claim6 is also anticipated

by Bourcart.

3. Clains 1 and 3 are rejected under 35 U.S.C. § 102(b) as

bei ng antici pated by Torras.

Torras discloses a container for food and beverages. As
shown in Figure 1, the container 10 has a cylindrical wall 11, a
bottom 12, top 13 and a crown cap 16 or screw cap (not shown).
The bottom 12 and top 13 are secured to the wall 11 in the
conventional manner of seam construction. The top 13 has a
substantially frustro-conical wall form ng shoulder S and a

substantially cylindrical wall protrudes fromthe shoulder S to
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forma neck 15. Neck 15 is provided with threads when a screw
cap is utilized. Bottom 12 is provided with a cylindrical recess
17 and an upwardly extending conical portion 18, conplenentary
with the top 13. Figure 1 of Torras shows two adjacently stacked
simlar containers wherein the cap 16 of the bottom container is
within the cylindrical recess 17 of the top container and the
upwar dl y extendi ng conical portion 18 of the top container rests

on the shoulder S of the bottom cont ai ner.

We read claim1 on Torras as follows: A first stackable
container (Torras' upper container 10) for seasonings, such as
salt, pepper and spices, conprising: a hollow cylinder (Torras
wal | 11) having an integral top wall (Torras' top 13) and an
integral bottomwall (Torras' bottom 12), a tubul ar nmouth nenber
(Torras' neck 15) fornmed integral with the top wall and centrally
| ocated on the top wall coaxial with the hollow cylinder, said
t ubul ar nout h menber having external threads thereon (when a
screw cap is enployed in place of the crown cap 16 as taught by
Torras) and having a reduced dianeter with respect to the
di aneter of said top wail and extending upwardly fromthe plane
of said top wall (see Torras' Figure 1); said bottomwall having
a circular well (Torras' recess 17) centrally formed therein

coaxial with said cylinder and extending upwardly into the



Appeal No. 96-3999 Page 17
Appl i cation No. 08/395, 719

interior of said cylinder (see Torras' Figure 1), and said well
having a selected dianeter to receive the tubular nouth nenber of
a second like container to enable the first container to be
stacked on top of the second container (see Torras' Figure 1) of
a second like container (Torras' bottom container 10) to enable
the first container to be stacked on top of the second; a cover
having an internally threaded annular skirt portion (the screw
cap enployed in place of the crown cap 16 as taught by Torras)
removably mounted on said tubular nouth nenber in threaded
engagenent therewith and with said skirt portion extendi ng down
over said tubular nouth nmenber (see Torras' Figure 1), and in
whi ch the outer dianeter of the annular skirt portion of said
cover and the inner dianeter of the well are selected to enable
the first container to be stacked over the second container in a
close fitting sliding interlocking relationship (see Torras

Figure 1).

As to claim3, we note that the cl ai ned concave annul ar
surface "reads on" Torras' conical portion 18 and that the
cl ai ned annul ar convex surface "reads on" Torras' coni cal

shoul der S.
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4. Claims 4 and 6 are rejected under 35 U.S.C. § 103 as being

unpat ent abl e over Torras in view of Wstgate.

The teachings of Torras and Westgate have been previously
set forth. Thus, after the scope and content of the prior art
are determned, the differences between the prior art and the

claine at issue are to be ascertained. Gahamv. John Deere Co.

383 U.S. 1, 17-18, 148 USPQ 459, 467 (1966).

Based on our analysis and review of Torras and dependent
claims 4 and 6, it is our opinion that the only differences are
the limtations that a perforated cap is fitted over the tubul ar
nmout h menber under the cover (claim4) and the cylinder is forned

of a transparent material (claim®6).

Wth regard to claim4, it is our opinion that it would have
been obvious to one of ordinary skill in the art at the tine of
the appellant's invention to nodify Torras' food container to
contain a condinment and to provide the container with a
perforated cap fitted over the neck 15 (i.e., the tubular nouth
menber) under the screw cap (i.e., cover) as suggested by
West gate's condi nent container having a fitment 15 with sifting

hol es 20.
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Wth regard to claim6, it is our opinion that it would have
been obvious to one of ordinary skill in the art at the tine of
the appellant's invention to nodify the cylindrical wall 11 of
Torras' container to be transparent as suggested by Westgate's
teaching to provide a glass or clear plastic jar to permt the

contents of the jar to be visible.

CONCLUSI ON

To summari ze, the decision of the examner to reject claim1l
under 35 U.S.C. 8 102(b) is affirmed; the decision of the
examner to reject clains 1, 3 and 6 under 35 U.S.C. 8 103 is
reversed; and new rejections of clains 1, 3, 4 and 6 under
35 U S.C. §8 112, second paragraph, clains 1, 3 and 6 under
35 U.S.C. §8 102(b) and clains 4 and 6 under 35 U S.C. §8 103 have

been added pursuant to provisions of 37 CFR § 1.196(b).

In addition to affirmng the examner's rejection of one or
nmore clains, this decision contains new grounds of rejection
pursuant to 37 CFR 8 1.196(b) (anended effective Dec. 1, 1997, by
final rule notice, 62 Fed. Reg. 53131, 53197 (Cct. 10, 1997),
1203 OFf. Gaz. Pat. Office 63, 122 (Cct. 21, 1997)). 37 CFR
8§ 1.196(b) provides, "A new ground of rejection shall not be

considered final for purposes of judicial review"
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Regarding any affirmed rejection, 37 CFR § 1.197(b)

provi des:
(b) Appellant may file a single request for rehearing
within two nonths fromthe date of the origina
deci sion

37 CFR 8 1.196(b) al so provides that the appellant, WTH N
TWO MONTHS FROM THE DATE OF THE DECI SI ON, must exerci se one of

the followng two options with respect to the new grounds of
rejection to avoid termnation of proceedings (37 CFR §8 1.197(c))
as to the rejected clains:

(1) Submt an appropriate anmendnent of the clains

so rejected or a showng of facts relating to the

clains so rejected, or both, and have the matter

reconsi dered by the exam ner, in which event the

application will be remanded to the exam ner.

(2) Request that the application be reheard under

8 1.197(b) by the Board of Patent Appeals and

I nterferences upon the sane record. :

Shoul d the appellant elect to prosecute further before the
Primary Exam ner pursuant to 37 CFR § 1.196(b)(1), in order to
preserve the right to seek review under 35 U. S.C. 88 141 or 145
with respect to the affirnmed rejection, the effective date of the
affirmance is deferred until conclusion of the prosecution before

the exam ner unless, as a nere incident to the limted

prosecution, the affirmed rejection is overcone.
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| f the appellant el ects prosecution before the exam ner and
this does not result in allowance of the application, abandonnment
or a second appeal, this case should be returned to the Board of
Pat ent Appeals and Interferences for final action on the affirned

rejection, including any tinely request for rehearing thereof.

No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
§ 1.136(a).

AFFI RVED- | N- PART; 37 CFR 8§ 1.196(b)

MURRI EL E. CRAWORD
Adm ni strative Patent Judge

| AN A. CALVERT )
Adm ni strative Patent Judge )

)

)

) BOARD OF PATENT
JEFFREY V. NASE ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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APPENDI X

1. A first stackable container for seasonings, such as
salt, pepper and spices, conprising:

a hollow cylinder having an integral top wall and an
integral bottomwall, a tubular nmouth nenber formed integral with
the top wall and centrally located on the top wall coaxial with
the holl ow cylinder, said tubular nmouth nmenber havi ng external
t hreads thereon and having a reduced dianmeter with respect to the
di aneter of said top wail and extending upwardly fromthe plane
of said top wall;

said bottomwall having a circular well centrally fornmed
therein coaxial with said cylinder and extending upwardly into
the interior of said cylinder, and said well having a sel ected
di aneter to receive the tubular nouth nenber of a second |ike
container to enable the first container to be stacked on top of
t he second cont ai ner;

a cover having an internally threaded annular skirt portion
renovabl y nounted on said tubular nouth nenber in threaded
engagenent therewith and with said skirt portion extendi ng down
over said tubular mouth nenber, and in which the outer dianeter
of the annular skirt portion of said cover and the inner dianeter
of the well are selected to enable the first container to be
stacked over the second container in a close fitting sliding
i nterlocking relationship.

Page 1
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